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Two recent cases illustrate points to consider when selecting a new beauty, apparel or lifestyle
brand. The first concerns the risk of reverse confusion. The second concerns geographic
descriptiveness.

1.

Avoid Reverse Confusion

When adopting a new brand, it is important to make sure the new brand does not
infringe another company’s existing trademark rights. Typically, infringement occurs
when there is a likelihood of confusion between the company that adopted the new
trademark (the junior user) and the company that owns an existing trademark (the senior
user) such that consumers believe that the junior user’s mark is associated with the
senior user of the mark. “Reverse confusion” arises when the junior user is so well-
known that consumers are likely to mistakenly believe that the senior user is the
infringer. The reverse confusion issue recently arose in the following high-profile case.

Vibes Media, LLC (the senior user) had registered a VIBES Logo, which it had used
since 2011, in the field of disseminating advertising and marketing materials for others,
for wireless delivery to handheld computers, laptops and mobile electronic devices.

Last year, Kim Kardashian West’s fragrance company, KKW Fragrance (the junior user),
launched its KKW Kimoji perfume line, which includes a product named VIBES in a
bottle in the shape of a similar logo. Vibes Media sued KKW in the U.S. District Court for
the Northern District of lllinois, seeking an injunction, damages, corrective advertising
and attorneys’ fees.
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You might think that the fragrance field and the mobile marketing communications field
are sufficiently unrelated, with different channels of trade and different customers, that
there would be no likelihood of confusion regardless of the similarity of the word marks
and logos. However, because the Kardashians are high-profile celebrities, Vibes Media
claimed that there was a high likelihood of “reverse confusion” in that consumers might
mistakenly believe that Vibes Media copied the Kardashian logo.

This case was recently dismissed following settlement. It shows that, in adopting a new
fashion brand or logo, particularly for use in association with a celebrity, you should be
careful to avoid the potential risk of incurring expenses to defend against a claim of
reverse confusion with a similar word mark or logo already in use, even if the existing
mark is used in an unrelated field.

In Vibes Media, LLC v. KKW Fragrance, LLC, Case No. 1:18-cv-04910 (N.D.IIl. July
18, 2018).

. Geographic Terms Are Registrable...Sometimes

More and more fashion companies are adopting brands that incorporate or consist of
geographic terms. Generally, these marks can be registered so long as they are not
“primarily geographically descriptive” of the goods or services. A mark or a portion of a
mark will be found to be primarily geographically descriptive when all of the following
exist: (1) the primary significance of the mark is a generally known geographic location,
(2) the goods or services originate in that place, and (3) purchasers are likely to believe
that the goods or services originate in that place. For example, CAROLINA APPAREL
was held to be primarily geographically descriptive of retail clothing store services in
either North Carolina or South Carolina. In re Carolina Apparel, 48 USPQ2d 1542
(T.T.A.B. 1998).

In a recent case, an apparel company succeeded in overcoming a refusal relating to its
use of the word ANAHEIM as part of its trademark.

Red Flags Fly, Inc., located in Los Angeles, California, applied to register a mark
consisting of the words ANAHEIM HILLBILLIES in stylized gothic lettering for various
articles of clothing. The Examining Attorney refused registration of the mark on the
ground that ANAHEIM was primarily geographically descriptive and must be disclaimed.
The applicant appealed to the Trademark Trial and Appeal Board (TTAB), which
reversed the refusal.
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The TTAB held that the record did not show that the applicant’s goods originated from
Anaheim, California, even though the record did show that the applicant was located in
Anaheim. Furthermore, the TTAB found that the juxtaposition of ANAHEIM (a city) with
HILLBILLIES (people who live in the countryside) created an incongruity rendering the
mark unitary in that the two words should be considered together as a single term. The
gothic stylization in the mark also was found to create still another point of irony.
Therefore, the TTAB held that the ANAHEIM portion of the mark was not primarily
geographically descriptive and reversed the disclaimer requirement.

This case shows that, even if your company is based in the location used in your mark,
the mark may not be primarily geographically descriptive if your goods or services do not
originate from that location. The case also shows that the combination of a geographic
term with another term, and perhaps even unique stylization, in some circumstances
may result in a distinctive unitary mark.

In re Red Flags Fly, Inc., Serial No. 87104371 (T.T.A.B. December 20, 2018).

Author’s Note: A mark that is, in fact, primarily geographically descriptive still may be
registrable after the mark has become distinctive through use and advertising as an
indicator of source of the goods or services (also known as acquiring “secondary
meaning”). However, if the goods or services do not originate from the location but
consumers are likely to believe otherwise and this would be a material factor in a
significant portion of the relevant consumers’ decision to purchase the goods or use the
services, the mark may be considered to be “primarily geographically deceptively
misdescriptive.” Such a mark cannot be registered under any circumstances.
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