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How to Preserve U.S. Rights in a Registered Trademark that is Not in
Use
By William M. Borchard

You can preserve rights in a registered trademark if the mark’s non-use is beyond your control,
and you have documented the specific steps you have taken to arrange for its use in the near
future.
A Case Preserving a Registration
A French company named Belle Etoile acquired five U.S. trademark registrations in 2010 for
NEW MAN marks, one of which was a mirror image form of display, for various articles of
clothing.

Garan Services Corp.’s application to register mark NEWMAN, in the identical mirror image
form of display, for “tops and bottoms” was blocked by the Belle Etoille registrations. So Garan
petitioned to cancel the registrations on the grounds that the registered marks had been
abandoned for nonuse over a six-year period.
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The Law
The Trademark Act provides that “abandonment” of a mark occurs
“[w]hen its use has been discontinued with intent not to resume such use.
Nonuse for 3 consecutive years shall be prima facie evidence of abandonment.
‘Use’ of a mark means the bona fide use of such mark made in the ordinary
course of trade, and not made merely to reserve a right in a mark.” Section 45 of
the Trademark Act, 15 U.S.C. § 1127.
The introduction of evidence of nonuse of a mark for three consecutive years constitutes
a prima facie showing of abandonment, which shifts the burden of proof to the registrant to
show either use or an intent to resume use.
The Facts
The registrant admitted its nonuse of the marks in U.S. commerce for more than three years
(with one exception where use commenced one month before end of a three-year period).
But, the registrant also introduced evidence of its intent to resume use:
•

It actively searched for new U.S. partners at professional trade shows.

•

It hired a U.S. based consultant who presented a report entitled “Strategy for Importing to
the United States.”

•

It emailed the consultant that it was forced to postpone the plan solely due to financial
constraints requiring it to focus on Europe first, but nonetheless intended to commence U.S.
use in two years.

•

Subsequent emails showed that the registrant and the consultant met and continued to
discuss the strategy.

•

For the final two years, the registrant was involved in advanced negotiations to sell the
goods at retail in the U.S., but those negotiations ultimately stalled because of the present
action.

The Decision
The Trademark Trial and Appeal Board (TTAB) found that registrant had not abandoned its
marks, since the evidence supported the registrant’s assertion that it had established excusable
nonuse caused by special circumstances beyond its control or forced by outside causes, and
had maintained an intent to commence use of the marks in commerce within the foreseeable
future throughout the nonuse period. Although the sales were minimal when use commenced,
the amount of sales was not determinative, since they were made in the ordinary course of
trade and not for the purpose of reserving rights in the marks.
Therefore, the TTAB denied the cancellations (except as to some goods that the registrant itself
had deleted).
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Garan Services Corp. v. Newman and Belle Etoile, Consolidated Cancellation No.
92059231 (parent) (T.T.A.B. September 14, 2018).
A Similar Case with a Different Outcome
Multi-Media Tech. Ventures, Ltd. acquired four U.S. registrations of the mark GIDGET for a wide
variety of goods and services. These registrations blocked five intent-to-use applications filed
by Yazhong Investing Ltd. to register the identical mark for a variety of goods and services, so
Yazhong petitioned to cancel the registrations on grounds of abandonment and fraud.
Multi-Media represented itself in this case, and the TTAB ordered the registrations cancelled.
The evidence showed that no use of the mark had been made on any consumer products aside
from a few prototypes during a four-year period. Further, the only evidence of an intent to
resume use was the registrant's unsubstantiated assertions of vague efforts to make use at
some unspecified time in the future, which added up to little more than attempts to secure
additional investors.
Yazhong Investing Ltd. v. Multi-Media Tech. Ventures, Ltd, Cancellation No. 92056548
(T.T.A.B. May 7, 2018)
Takeaway
If you are not using a registered mark in U.S. commerce, you may be able to maintain your
rights to the registration if (a) the nonuse was excusable because it was caused by special
circumstances beyond your control or was forced by outside causes, and (b) you documented
your continuing specific and consistent efforts to use the mark in U.S. commerce in the
reasonably foreseeable future.
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